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introduction 
With the increasing globalization of trade and competi-
tion, businesses must think about securing international 
protection of their trademarks even before they start 
doing business abroad.  

Under U.S. law, trademark rights are ultimately based 
on commercial use and a trademark can generally be 
protected in the areas where it is used even if it is not 
registered.  But in most countries, trademark rights are 
initially determined only by registration, and the first to 
file a trademark application will own the trademark.   

In November 2003, the United States became an active 
participant in the Madrid Protocol and now, for the first 
time, U.S. trademark owners can obtain International 
Registrations of their marks and foreign trademark 
owners can extend the protection of their International 
Registrations into the U.S. 

country-by-country protection 
Before November 2003, the only way for a U.S. business 
to get international protection for its trademarks in for-
eign countries was to file a trademark application in 
each and every country where it wanted protection.   

The only exception was in the European Union (EU), 
where, since April of 1996, it has been possible to file a 
single application for a Community Trade Mark (CTM) 
covering every EU member state, much as a single Fed-
eral registration in the U.S. covers every state and terri-
tory in the U.S. 

the madrid agreement 
There is another system of international trademark  
registration that has been in effect for over a century, 
dating back to the Madrid Agreement of 1891.  Under 
this system, trademark owners domiciled or located in 
member countries (the Madrid Union) can file an appli-
cation for an International Registration (IR) based on an 
existing registration in the owner’s home country and 
effective in the other member countries designated by 
the applicant.  This international registration system is 
administered by the World Intellectual Property Or-
ganization (WIPO). 

The U.S. initially did not join the Madrid system since 
the Madrid Agreement did not accommodate differ-
ences in U.S. trademark law.  These differences have 
now been resolved by the Madrid Protocol to the Ma-
drid Agreement, which takes into account the differ-
ences in trademark law in the U.S.  The U.S. became an 
active participant in the Madrid Protocol in November 
of 2003. 

This change is one in a series of changes that reflect the 
globalization of trademark law and will tend to acceler-
ate it even further:   

> October 28, 2003:  The Council of Ministers of 
the EU approved the creation of a link between 
the CTM system and the Madrid Protocol. The 
CTM is expected to become a member of the 
Madrid Protocol by the end of 2004. 
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> November 2, 2003:  The United States joined the 
Madrid Protocol. 

> April 1, 2004:  Spanish becomes the third effec-
tive language of the Madrid Protocol, joining 
English and French. 

> May 1, 2004:  The EU will be expanded to in-
clude 25 additional countries, encompassing 
most of continental Europe.  Existing CTM reg-
istrations will automatically cover the addi-
tional countries. 

There are currently 60 countries in the Madrid Union, 
and now that the United States is a member, it is ex-
pected that a number of other countries that have held 
back, such as Canada, Mexico, and nearly all of the 
countries in Central and South America, will now fol-
low suit.  The imminent addition of Spanish as an offi-
cial language of the Madrid Protocol will facilitate the 
expansion of the Madrid Union in the Americas. 

obtaining an international registration 
To obtain an International Registration (IR) for an exist-
ing or future U.S. trademark application or registration, 
the owner can now file an application with the U.S. Pat-
ent and Trademark Office (USPTO), including a desig-
nation of those countries in which the IR is desired.   

The IR is issued by WIPO and forwarded to the national 
trademark office in each of the designated countries for 
examination.  Unlike a direct national filing, there is no 
need to employ local attorneys unless an objection is 
raised to the IR in a particular trademark office.   

Pursuant to the Madrid Protocol, the national trade-
mark offices must examine and either reject or register 
the application within 18 months. Renewals, changes of 
address and other filings are centralized, requiring only 
a single filing and the payment of a single fee.   

This unitary filing system makes the IR a very cost ef-
fective and efficient mechanism for businesses to ac-
quire and maintain international trademark protection.  
A comprehensive list of fees and a fee calculator are 

provided by WIPO at its website (www.wipo.int/
madrid/en).   

The expected linkage of the CTM system to the Madrid 
Protocol and the upcoming expansion of the EU are 
likely to make the IR even more cost effective by mak-
ing it possible to extend a trademark to the whole of 
continental Europe with a single designation. 

when is an international  
registration not the best alternative? 
Although the Madrid Protocol clearly offers a cost effec-
tive and efficient alternative to filing separate applica-
tions in different countries or in the EU, it may not al-
ways be the best alternative.   

First, since the IR must be identical to the home regis-
tration in all respects, it may be impractical where the 
mark varies from country to country.   

Second, since the description of goods or services cov-
ered by an IR cannot be broader than the description in 
the home registration, where a national trademark of-
fice requires a very specific description, as does the 
USPTO, an IR based on such a specific description of 
goods or services may provide much more limited pro-
tection than would a separate national registration cov-
ering a broad description.   

Third, since an IR is dependent upon the registration in 
the home country for five years, it can be cancelled eve-
rywhere by a successful cancellation or attack on the 
home registration (a “central attack”).  The danger of a 
central attack is greater where the home application or 
registration on which an IR is based remains vulnerable 
to opposition and cancellation proceedings on a num-
ber of grounds during their first five years, as in the U.
S.  (This final disadvantage is mainly procedural, since 
an IR that is cancelled by central attack on the home 
country registration may be converted into national 
registrations in the designated countries.)   
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Finally, since an IR may only be assigned to an entity 
that is qualified to apply for and maintain an IR in its 
own right, it could complicate a sale of assets to a buyer 
in Canada or another country that is not yet a member 
of the Madrid Union.   

conclusion 

The globalization of trademarks makes it important for 
businesses to consider carefully whether and how they 
want to protect any of their new and existing brands 
internationally, even if the brand is currently used only 
in one country. In addition, as more trademark owners 
take advantage of the possibility of international regis-
tration under the Madrid Protocol, it is likely that the 
number of applications in each country will increase, 
making it necessary for businesses to pay closer atten-
tion to trademark clearance and surveillance to avoid 
potential conflicts with other brands.  
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phone: 212.696.8846 
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mitted in New York.  Ms. Fraenkel works with the Intellec-
tual Property practice group and has been a member of the 
Latin American practice group for the past twenty two  
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international law by serving as consultant to our clients on 
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